United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/963,598 


09/27/2001 


Gerhard Wennerstrom 


P2870US00 


9391 



30671 7590 08/12/2009 

DITTHAVONG MORI & STEINER, P.C. 
918 Prince St. 
Alexandria, VA 22314 



EXAMINER 



HICKS, CHARLES N 



PAPER NUMBER 



2424 



MAIL DATE 



08/12/2009 



DELIVERY MODE 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 





Application No. 

09/963,598 


Applicant(s) 

WENNERSTROM ET AL. 


Examiner 

CHARLES N. HICKS 


Art Unit 

2424 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 19 May 2009 . 
2a )^ This action is FINAL. 2b)\Zl This action is non-final. 

3) \Z\ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 9,11-15,21,23-26,29,39-41,47-49 and 52-74 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) |EI Claim(s) 9,11-15,21,23-26,29,39-41,47-49 and 52-74 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) \Z\ Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IZI The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 27 September 2001 is/are: a)^ accepted or b)^ objected to by the Examiner. 
Applicant may not request that any objection to tlie drawing(s) be lield in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) r~l Interview Summary (PTO-41 3) 

Paper No(s)/Mail Date. . 

5) Q Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20090807 



Application/Control Number: 09/963,598 Page 2 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 5/1 9/2009 have been fully considered but they are 
not persuasive. Applicant's argument on page 12, that McGarrahan never discloses or 
even suggests earmarking "portions" of a primary program nor teaches or suggest 
copying "earmarked data" as an associated program data file is understood. But the 
examiner disagrees. On page 1, paragraph 9 of McGarrahan, the user selected 
television signal includes encrypted updated content information. The downloaded 
advertisements and trailers "earmarked data" is stored on the set-top box for future 
display to the user as stated on page 5, paragraph 48 of McGarrahan. This 
"earmarked" program related data is extracted and stored separately form the 
requested programming in the system memory displayed in figure 5, in the main, ROM, 
or storage memory storing temporary variables or other intermediate information during 
execution of receiving requested programming, as stated on page 8, paragraph 84 of 
McGarrahan. Applicant's argument on page 14, that McGarrahan fails to disclose 
replacing audio data in a program is understood. But the examiner disagrees. On page 
8, paragraph 86 of McGarrahan, the system may include a compact disk reader or 
jukebox connected to the device bus. The software agent in figure 2 can be 
implemented to substitute/replace this audio output for the requested programming 
audio. 
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Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claims 9, 11-15, 21, 23-26, 29, 39-49, and 52-74 are rejected under 35 U.S.C. 
103(a) as being unpatentable over McGarrahan (US 2003/0026424 A1), hereinafter 
referred to as McGarrahan, in view of McGowan (US 2003/0018745 A1), hereinafter 
referred to as McGowan. 

5. Regarding claim 9, McGarrahan discloses an apparatus comprising: a receiver 
configured to receive primary program data from a communication channel (fig. 2-3, pg. 
5, paragraphs 45-48), 

and a data processor configured: record the primary program data on a storage 
medium (fig. 5, pg. 8, paragraphs 84-85), 
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run a software agent arranged to identify and copy one or nnore_portions of tlie 
primary program data tliat liave been earmarl<ed (fig. 5, pg. 8, paragraphs 84-85), 

store a copy of said earmarl<ed data as an associated secondary program data 
file on tlie storage medium, wlierein tlie primary program data and tlie secondary 
program data are stored in separate files (fig. 1-3, pg. 3-4, paragraphs 38-39). 

McGarrahan fails to disclose subsequent to both the primary program data and 
the associated secondary program data having been stored on the storage medium, 
provide a user interface for selection of the stored primary program data, and upon the 
selection, retrieve the associated secondary program data for display. However 
McGowan discloses subsequent to both the primary program data and the associated 
secondary program data having been stored on the storage medium, provide a user 
interface for selection of the stored primary program data, and upon the selection, 
retrieve the associated secondary program data for display (fig. 4-5, pg. 5, paragraphs 
44-45). Motivation to combine the references is due to the fact that the references deal 
with the distribution of primary and secondary programming to multiple viewers. 
Therefore the invention would have been obvious to one of ordinary skill in the art at the 
time of the invention. 

6. Regarding claims 1 1 and 23, McGarrahan discloses the apparatus wherein the 
software agent is configured to replace at least a portion of audio data in the secondary 
program data with audio data from tertiary program data received by the receiver from 
the communication channel (fig. 1-3, pg. 6, paragraphs 62-63). 
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7. Regarding claims 12 and 25, McGarralian discloses the apparatus where the 
primary program data and secondary program data are in the form of MPEG-2 files (fig. 
1-3, pg 2-3, paragraphs 28-29). 

8. Regarding claims 13 and 26, McGarrahan discloses the apparatus where the 
secondary program data is of a lower resolution than that of the primary program data 
(fig. 1-3, pg. 3, paragraphs 32-33). 

9. Regarding claim 14, McGarrahan discloses the apparatus wherein the apparatus 
comprises a set top box (fig. 1, pg. 2, paragraph 20-21). 

10. Regarding claim 15, McGarrahan discloses the apparatus further including a 
display device configured to display the primary and secondary data retrieved from the 
storage medium (fig. 1, pg. 2, paragraph 20). 

1 1 . Regarding claim 21, McGarrahan discloses a method comprising: receiving 
primary program data from a communication channel (fig. 2-3, pg. 5, paragraphs 45- 
48), 

storing the primary program data on a storage medium (fig. 5, pg. 8, 
paragraphs 84-85), 
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running a software application so as to identify and copy one or nnore_earnnarl<ed 
portions of tlie stored primary program data (fig. 5, pg. 8, paragraphs 84-85), 

and storing a copy of tlie earmarl<ed portions as associated secondary program 
data file on the storage medium, wherein the primary program data and the secondary 
program data are stored in separate files (fig. 1-3, pg. 3-4, paragraphs 38-39). 
McGarrahan fails to disclose subsequent to the storage of the primary program data and 
the associated secondary program data being complete, providing a user interface for 
selection of the stored primary program data, and upon the selection retrieving said 
secondary program data for display. However McGowan discloses subsequent to the 
storage of the primary program data and the associated secondary program data being 
complete, providing a user interface for selection of the stored primary program data, 
and upon the selection retrieving said secondary program data for display (fig. 4-5, pg. 
5, paragraphs 44-45). Motivation to combine the references is due to the fact that the 
references deal with the distribution of primary and secondary programming to multiple 
viewers. Therefore the invention would have been obvious to one of ordinary skill in the 
art at the time of the invention. 

12. Regarding claim 24, McGarrahan discloses the method where the secondary 
program data comprises promotional material in one or more of the following forms: 
audio, video, pictures, text or graphics (fig. 2-3, pg. 5, paragraphs 45-48). 
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13. Regarding claim 29, McGarralian discloses a computer-readable medium 
comprising instructions that when executed by a processor causes an apparatus to: 
receive primary program data from a communication channel (fig. 2-3, pg. 5, 
paragraphs 45-48), 

store the primary program data on a storage medium (fig. 5, pg. 8, paragraphs 
84-85), 

run a software application so as to identify and copy one or more earmarked 
portions of the stored primary program data, store a copy of the earmarked portions as 
an associated secondary program data file on the storage medium, wherein the primary 
program data and the secondary program data are stored in separate files (fig. 5, pg. 8, 
paragraphs 84-85), 

McGarrahan fails to disclose subsequent to both the primary program data and 
the associated secondary program data having been stored on the storage medium, 
provide a user interface for selection of the stored program data, and upon selection 
retrieve the secondary program data for display. McGowan discloses subsequent to 
both the primary program data and the associated secondary program data having been 
stored on the storage medium, provide a user interface for selection of the stored 
program data, and upon selection retrieve the secondary program data for display (fig. 
4-5, pg. 5, paragraphs 44-45). Motivation to combine the references is due to the fact 
that the references deal with the distribution of primary and secondary programming to 
multiple viewers. Therefore the invention would have been obvious to one of ordinary 
skill in the art at the time of the invention. 
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14. Regarding claims 39, 47, and 52, McGowan discloses the apparatus wherein the 
processor is further configured to, subsequent to the storage of the primary program 
data and the associated secondary program data being complete, gather information 
relating to the associated secondary program data and display the information (fig. 1-3, 
pg. 3, paragraph 32). 

15. Regarding claims 40, 48, and 53, McGowan discloses the apparatus wherein the 
processor is further configured to display an icon associated with the primary program 
data for which the associated secondary program data is available (fig. 5-7, pg. 5, 
paragraph 44). 

16. Regarding claims 41 , and 49, McGowan discloses the apparatus wherein the 
processor is configured to provide the user interface for selection of program titles of the 
primary program data (fig. 3-7, pg. 4, paragraphs 34-35). 

17. Regarding claims 54, 61, and 68, McGarrahan discloses a method comprising: 
receiving primary program data comprising a multimedia broadcast program, said 
primary program data further comprising earmarking data identifying a plurality of 
earmarked portions of the multimedia broadcast program (fig. 2-3, pg. 1, paragraph 9, 
pg. 5, paragraphs 45-48 wherein advertisements and trailers "earnnarked data" are 
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broadcast, but only the advertisements and trailers appropriate for tlie individual 
customers are cactied to ttie set-top box); 

storing tlie primary program data in a first data file (fig. 1-3, pg. 3-4, paragraphs 
38-39); 

based on tlie earmarl<ing data, copying tlie plurality of earmarked portions of the 
multimedia broadcast program to a second data file stored separately from the first data 
file (fig. 5, pg. 8, paragraphs 79-80, 84-85); 

providing a user interface that allows selection of the multimedia broadcast 
program and allows selection of the plurality of earmarked portions of the multimedia 
broadcast program (fig. 2-5, pg. 5, paragraphs 50-51); 

receiving a selection via the user interface for one of: the multimedia broadcast 
program and the plurality of earmarked portions of the multimedia broadcast program 
(fig. 2-5, pg. 5, paragraphs 50-51); 

and based on the selection, accessing one of: the first data file and the second 
data file (fig. 2-5, pg. 5, paragraphs 50-51)., 

McGarrahan is silent in regards to disclosing based on the selection, transmitting 
to a display one of: the multimedia broadcast program and the plurality of earmarked 
portions of the multimedia broadcast program. McGowan discloses based on the 
selection, transmitting to a display one of: the multimedia broadcast program and the 
plurality of earmarked portions of the multimedia broadcast program (fig. 5-7, pg. 5, 
paragraphs 44-45). Motivation to combine the references is due to the fact that the 
references deal with the distribution of primary and secondary programming to multiple 
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viewers. Tlierefore tlie invention would liave been obvious to one of ordinary sl<ill in tlie 
art at tlie time of tlie invention. 

18. Regarding claims 55, 62, and 69, McGarrahan discloses the method wherein 
copying the plurality of earmarked portions of the multimedia broadcast program to the 
second data file comprises replacing at least a portion of audio data in the earmarked 
portions of the multimedia broadcast program with a separate audio soundtrack (fig. 2- 
5, pg. 8, paragraphs 84-86 wherein the software agent if figure 2 can be implemented 
to substitute/replace the audio soundtrack with compact disc audio, jukebox audio, or 
any other downloaded temporary audio variable downloaded in the broadcast 
transmission). 

19. Regarding claims 56, 63, and 70, McGarrahan discloses the method wherein the 
separate audio soundtrack is received from a same broadcaster as the primary program 
data in a separate parallel broadcast (fig. 2-5, pg. 8, paragraphs 84-86 wherein the 
software agent if figure 2 can be implemented to substitute/replace the audio 
soundtrack with compact disc audio, jukebox audio, or any other downloaded temporary 
audio variable downloaded in the broadcast transmission). 

20. Regarding claims 57, 64, and 71 , McGarrahan discloses the method wherein the 
second data file corresponds to promotional content for the multimedia broadcast 
program (fig. 2-5, pg. 5, paragraph 48). 
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21 . Regarding claims 58, 65, and 72, McGarralian discloses the method wherein 
each of the plurality of earmarked portions corresponds to a separate sub-portion of the 
multimedia broadcast program (fig. 2-5, pg. 1, paragraph 9 wherein the encrypted 
predetermined content transmitted with the broadcast is a sub-portion of the 
transmission stream). 

22. Regarding claims 59, 66, and 73, McGarrahan discloses the method wherein the 
first data file and the second data file are stored in a same folder in a memory (fig. 2-5, 
pg. 6, paragraph 62). 

23. Regarding claims 60, 67 and 74, McGarrahan discloses the method further 
comprising linking the first data file and the second data file by inserting a linking 
identifier in a file header of at least one of the first data file and the second data file (fig. 
2-5, pg. 5, paragraph 48 wherein the set-top box makes use of'intelligence" to select 
ads or trailers that relate to main viewed programming). 

Conclusion 

24. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to tin is final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHARLES N. HICKS whose telephone number is 
(571)270-3010. The examiner can normally be reached on M-F 7:30AM to 5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Kelley can be reached on 571-272-7331. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

CNH 

/Joseph G Ustaris/ 

Primary Examiner, Art Unit 2424 



